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DETAILED ACTION 

1 . This action is in response to applicant's amendment filed on July 24, 2006. Claims 1-14 
are now pending in the present application. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-6 and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by Goldberg et 
al. US patent 6,304,636. 

Regarding claim 7, Goldberg teaches a method for forwarding a telephone call, (abstract; 
fig. 2; col. 1, lines 37-47), comprising the steps of: 

routing the incoming telephone call to a dedicated server (node 12), said server being 
associated with an unified messaging system configured to receive voice messages from any one 
of a group of telephone signaling protocols associated with a PSTN or PBX, (col. 2, lines 10- 
57,49-54; col 3, lines 11-14); 

identifying the number being dialed, (col. 2, lines 47-49); 

said server retrieving at least one email address with said dialed number, (col. 2, lines 

10-17); 

digitizing the voice message, (col. 3, lines 15-20), and 
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forwarding the digitized voice message as an attachment to an email message to said at 
least one email address via the Internet, (col. 3, lines 23-26). 

Regarding claim 2, Goldberg, as applied to claim 1, teaches digitizing the voice message 
into a wave file, (col. 3, lines 15-18). 

Regarding claim J, Goldberg, as applied to claim 1, teaches storing said voice message 
in a voice box; and the recipient retrieving said voice message by telephone, (col 4, lines 10-19). 

Regarding claim 4, Goldberg teaches a method for forwarding a telephone call in email 
message format to a recipient, (abstract; col. 1, lines 37-47; fig. 2), the method comprising the 
steps of: 

the caller dialing a telephone number associated with a dedicated server, (col. 2, lines 49- 
51), said server being associated with an unified messaging system configured to receive voice 
messages from any one of a group of telephone signaling protocols associated with a PSTN or 
PBX, (col. 2, lines 10-27,49-54; col. 3, lines 11-14); 

identifying the telephone number of the caller, (col. 2, lines 47-49); 

the caller entering the telephone number of the recipient of the telephone call, (col. 2, 
lines 10-27,49-54; col 3, lines 11-14); 

said server retrieving at least one email address associated with the telephone number of 
the recipient, (col. 2, lines 10-17); 

digitizing the voice message, (col. 3, lines 15-20); and 

forwarding the digitized voice message as an attachment to an email message to said at 
least one email address via the Internet, (col. 3, lines 23-26). 
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Regarding claim 5, Goldberg, as applied to claim 4, teaches wherein said step of 
digitizing comprises the step of: digitizing the voice message into a wave file, (col. 3, lines 15- 
18). 

Regarding claim 6, Goldberg, as applied to claim 4, teaches storing said voice message 
in a voice box; and the recipient retrieving said voice message by telephone, (col 4, lines 10-19). 

Regarding claim 9, Goldberg, as applied to claim 4, teaches and only if the recipient 
telephone number is listed as being associated with a registered member, allowing the 
forwarding of the message, (col, 3, lines 15-26). 

4. Claims 10 and 14 are rejected under 35 U.S.C. 102(e) as being anticipated by Freeman 
US Patent 6,020,980. 

Regarding claim 10, Freeman teaches a method for forwarding a facsimile message in 
email message format to a recipient, (col. 3, lines 33-37), the method comprising the steps of: 

the caller dialing a facsimile number associated with a dedicated server, said server being 
associated with an unified messaging system configured to receive voice messages from any one 
of a group of telephone signaling protocols associated with a PSTN or PBX, (col. 6, lines 1-8; 
col. 7, lines 19-27; col. 1 1, lines 25-37); 

identifying the telephone number of the caller, (col. 10, lines 28-37); 

the caller entering the facsimile number of the recipient of the facsimile, (col. 10, lines 

28-54); 

said server retrieving at least one email address associated with the facsimile number of 
the recipient, (col. 4, lines 15-24; Table 1; col. 8, lines 37-66); 
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converting the facsimile message into a format compatible with email, (col. 4, lines 15- 
35; col. 9, lines 3-19); and 

forwarding the converted facsimile message as an attachment to an email message to said 
at least one email address via the Internet, (col. 9, lines 3-30). 

Regarding claim 14, Freeman, as applied to claim 10, teaches and only forwarding the 
facsimile message if the recipient facsimile number is a telephone number listed as being 
associated with a registered member, (col. 9, lines 3-30). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Goldman 
in view of Hyde-Thompson US Patent 5,557,659 . 

Regarding claims 7 and 8, Goldman, as applied to claim 4, does not specifically teach 
verifying whether the caller's telephone number matches the registered telephone number of the 
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caller and if the identified telephone number does not match the registered telephone number of 
the caller, only forwarding the voice message if a correct password and the registered telephone 
number associated with the caller is verified. 

In the same field of endeavor, Hyde Thompson teaches verifying whether the callers 
telephone number matches the registered telephone number of the caller and if the identified 
telephone number does not match the registered telephone number of the caller, only forwarding 
the voice message if a correct password and the registered telephone number associated with the 
caller is verified., (col. 15, lines 18-52). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Goldman by verifying the caller as taught by Hyde-Thomson so 
that the message recipient can make sure of the identity of the message sender. 
8. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Freeman in view 
of Bobo n US Patent 5,675,507. 

Regarding claim 11, Freeman, as applied to claim 10, does not specifically teach wherein 
said step of converting comprises the step of: converting the facsimile message into a TIF file. 
Freeman however suggest that the format is a graphic image file format and thus in would have 
been obvious to one of ordinary skill in the art to use TIF files for providing a graphic file format 
file. 

Nonetheless, Bobo teaches that it was well know in the art to have facsimile messages 
converted to TIF files, (fig. 6) 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Freeman by converting the file using the TIFF format as taught by 
Bobo so that sufficient quality of the facsimile message can be maintained. 

9. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Freeman in view of Hyde-Thompson. 

Regarding claims 12 and 13, Freeman, as applied to claim 10, teaches verifying whether 
the caller's telephone number matches the registered telephone number of the caller and if the 
identified telephone number does not match the registered telephone number of the caller, further 
comprising the step of: only forwarding the facsimile message if a correct password and the 
registered telephone number associated with the caller is verified. 

In the same field of endeavor, Hyde Thompson teaches verifying whether the caller's 
telephone number matches the registered telephone number of the caller and if the identified 
telephone number does not match the registered telephone number of the caller, only forwarding 
the voice message if a correct password and the registered telephone number associated with the 
caller is verified., (col. 15, lines 18-52). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Freeman by verifying the caller as taught by Hyde-Thomson so 
that the message recipient can make sure of the identity of the message sender. 

Response to Arguments 

10. Applicant's arguments with respect to claims 1-14 have been considered but are moot in 
view of the new ground(s) of rejection. 
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Conclusion 

1 1 . Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
or faxed to: 

(571) 273-8300, (for formal communications intended for entry) 

Or: 

(571) 273-7537, (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to: 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ovidio Escalante whose telephone number is 571-272-7537. The 
examiner can normally be reached on M-Th from 6:30AM to 4:00PM. The examiner can also be 
reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan S Tsang can be reached on 571-272-7547. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

OVIDKD ESCALANTE 
PATENT EXAMINER 



Ovidio Escalante 



Group 2614 
October 13, 2006 



O.E./oe 



